JUN-30-06 FRI 02=54 PH SALIWANCHIK LLOYD FAX NO. 3523725800 P. 



Docket No. G-099US03DIV 
Serial No. 10/681,490 



Remarks 



Claims 1-23 are pending in the subject application. By (his Amendment, Applicant has 
canceled claim 1 3 and amended claims 1, 2 and 1 1 . Support for the amendments to the claims can 
be found throughout the subject specification and in the claims as originally filed (sec, for example, 
original claim 13; page 5, line 31 through page 6, Iine2;andpagc37,line 1 through page 42, line 9). 
Claim 1 1 has been amended to correct a typographical error. Entry and consideration of the 
amendments presented herein is respectfully requested. Accordingly, claims 1-12 and 14-23 are 
currently before the Examiner. Favorable consideration of the pending claims is respectfully 
requested. 

Claims 1, 2, 3, 4, 6-9, 10, and 14-19 are rejected xmder 35 U.S.C. § 102(b) as being 
anticipated by Drown et al. (U.S. Patent No. 5,376,526). Applicant respectfully asserts that the 
Brown et al. patent does not anticipate the claimed invention. The Office Action indicates that 
Brown et al leach a method which comprises the selection or isolation of hetcrodupJexcs containing 
al least one internal single-stranded region with a single-stranded trap that involves the use of a 
recognition element that is benzoylated-naphUioylaled-nRAlvcellulosc (BNDC). Namely, the 
Brown et al patent teaches the separation of partially single-stranded DNA from fully duplexed 
DNA by using BNDC. Although (he Brown et al patent may teach application of hctcroduplexed 
DNA containing an internal single-stranded region to a single-stranded trap such as BNDC, it fails to 
tench the recovery of the hetcrodnplex containing a single-stranded region. What is recovered in 
Btown ct al. is only die unbound DNA which consists of completely matched complementary 
sequences from two different sources (see, column 7, lines 10-19). The partially or fully singlc- 
strnnded DNA molecules arc removed in Brown et al (see column 12, line 65 through to page 1 3, 
line 9). Accordingly, reconsideration and withdrawal of ihe rejection under 35 U.S.C. § 102(b) is 
respectfully requested as Drown ct al. fail to teach the limitations recited in the claims. 

Claims 1,2,6,8-15, 17-19,and21 arcrejecled under 35 U.S.C.§ 102(b) as being anticipated 
by Davis ct al. (1 98 1 ). The Office Action argues that Davis et al. teach many of the claimed method 
slep;;, including the application of a single-stranded trap to isolate or recover hcleroduplexcs 
containing at least one single-stranded region. Davis et al is concerned with techniques to measure 
anti-DNA antibodies as a diagnostic inslrumcnt for patients with SLE. As single-stranded DNA 
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regions influence the antibody assay, the purpose is to remove Ihcm. This is clearly disclosed on 
page 519, first two paragraphs of the full paper nad lines 4-5 of the abstract. Further, the reference 
fails to teach the cloning, amp I i fication, or sequencing of hclcroduplcxcs recovered from the single- 
Slrundcd trap. Accordingly, reconsideration and withdrawal of the rejection under 35 U.S.C. § 
102(b) is respectfully requested. 

Claims 5, 20, 22, and 23 are rejected tmder 35 U.S.C. § J 03(a) as obvious over Brown ct al. 
(U.S. Patent No. 5,376,526). The Office Action argues thai die Brown et al. patent, in combination 
with the state of the art, renders the claimed invention obvious as one skilled in the art would have 
been motivated to isolate, amplify, sequence, and/or clone single-stranded sequences with the 
polynucleotides taught in Brown el al. in order to further study these sequences. To establish the 
prwmfacic obviousness or a claimed invention, all the claim limitations must be taught or suggested 
by the prior art. In re Royka, 490 K2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974). Applicant 
respectfully submits that Brown et al. fail to teach or suggest all the claim limitations and that a 
prima facie case of obviousness has not been established. 

The difference in the melliod steps between the subject application and those of Brown ct al 
patent rcllccts the completely di ffcrent purpose of (he methods. The purpose of the method used in 
Brown ct al. is to identify regions, wluch arc mismatch-free hclcroduplcxcs. According to the 
snmawry of the invention on column 2, last paragraph, only mismatch- free hclerohybrids are of 
interest in Brown et al. as they allow identifying regions of genetic identity by descent between two 
individuals. Tbc subject, application differs as compared to Brown et al. as the subject invention is 
directed to isolating related polynucleotides harboring nucleic acid differences and enables, e.g. , ihc 
identification of alternative splicing events (sec background of the invention in the specification). 
Browne^/, fail totcach there 

Brown ct al. recover only the unbound DNA which consists of completely matched complementary 
.sequences from two different sources (see, column 7, lines 10-19). The partially or fully single- 
stranded DNA molecules arc removed and arc not recovered in Brow,! etal. (sec column 1 2, line 65 
through 10 page 13, line 9. Accordingly, it is respectfully submitted that a prima facia case of 
obviousness has not ben established in this matter and reconsideration and withdrawal of the 
rejection under 35 U.S.C. § 1 03(a) is respectfully requested. 
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11 should be understood that the amendments presented herein have been made solely to 
expedite prosecution of the subject application to completion and should not be construed as an 
indication of Applicant's agreement with or acquiescence in ihc Examiner's position. Applicant 
ex pre.ssly reserves the right to pursue the invention(s) disclosed in the subject application, including 
nay subject matter canceled or not pursued during prosecution of the subject a pplicntion, in a rolled 
application. 

In view of the forgoing remarks and amendments to the claims. Applicant believes that the 
ctincnily pending claims are in condition for allowance, and such action is respectfully requested. 

'Ibc Commissioner is hereby authorized to charge any fees under 37 CFR §§1.16 or 1.17 as 
required by this paper to Deposit Account No. 19-0065. 

Applicant invites the Examiner to call the undersigned if clarification is needed on any of this 
response, or i f the Examiner believes a telephonic interview would expedite the prosecution of the 
subject application to completion. 



Respectfully submitted, 




Frank C. Eiscnschcnk, Ph.D. 
Patent Attorney 
Registration No. 45,332 
Phone No.: 352-375-8100 
Fax No.: 352-372-5800 
Address: P.O. Box 142950 

Gainesville, FL 32614-2950 
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